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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114 was filed in this application 
after appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the 
appeal. Since this application is eligible for continued examination under 37 CFR 1.114 and the 
fee set forth in 37 CFR 1 .17(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR 1.114 and prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's submission filed on 1 8 March 2005 has been entered. 



Specification 

2. The specification contains numerous bibliographic citations, yet it has not been found to 

contain any statement that the cited documents have been incorporated by reference. As set forth 

in Advanced Display Systems Inc. v. Kent State University (Fed. Cir. 2000) 54 USPQ2d at 1679: 

Incorporation by reference provides a method for integrating material from various 
documents into a host document— a patent or printed publication in an anticipation 
determination~by citing such material in a manner that makes it clear that the material is 
effectively part of the host document as if it were explicitly contained therein. See 
General Elec. Co. v. Brenner, 407 F.2d 1258, 1261-62, 159 USQP 335, 337 (D.C. Cir. 
1968); In re Lund, 376 F.2d 982, 989, 153 USPQ 625, 631 (CCPA 1967). To 
incorporate material by reference, the host document must identify with detailed 
particularity what specific material it incorporates and clearly indicate where that 
material is found in the various documents. See In re Seversky, 474 F.2d 671, 674, 
177 USPQ 144, 146 (CCPA 1973) (providing that incorporation by reference requires a 
statement "clearly identifying the subject matter which is incorporated and where it is to 
be found"); In re Saunders, 444 F.2d 599, 602-02, 170 USPQ 213, 216-17 (CPA 1971) 
(reasoning that a rejection or anticipation is appropriate only if one reference "expressly 
incorporates a particular part" of another reference); National Latex Prods. Co. v. Sun 
Rubber Co., 274 F.2d 224, 230, 123 USPQ 279, 283 (6 th Cir. 1959) (requiring a specific 
reference to material in an earlier application in order to have that material considered a 
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part of a later application); cf. Lund, 376 F.2d at 989, 13 USPQ at 631 (holding that a one 
sentence reference to an abandoned application is not sufficient to incorporate from 
the abandoned application into a new application). (Emphasis added.) 

Attention is also directed to MPEP 608.0 l(p)I, which, in pertinent part, is reproduced below: 

Mere reference to another application, patent, or publication is not an incorporation of 
anything therein into the application containing such reference for the purpose of the 
disclosure required by 35 U.S.C. 1 12, first paragraph. In re de Seversky, 474 F.2d 671, 
177 USPQ 144 (CCPA 1973). In addition to other requirements for an application, the 
referencing application should include an identification of the referenced patent, 
a pplication, or publication. Particular attention should be directed to specific portions of 
the referenced document where the subject matter being incorporated may be found. 
(Emphasis added) 

Accordingly, the cited documents are not considered to have been incorporated by reference and 
as such, have not been considered with any effect towards their fulfilling, either in part or in 
whole, the enablement, written description, or best mode requirements of 35 USC 112, first 
paragraph. 



Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
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3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 10-14 and 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6,124,092 (O'Neil et al.). 

5. For convenience, claim 10, the only independent claim, is reproduced below. 

10. A ^ 

;; -v(a) flowitig Cjfe «iix{ si^; tobu^fe a $<w patlt w^mt^g a ptomUt^ solid Mpport^ wfokh 
■ locfti^d iu • §£n&$ iti th© '. p&th^ e&cb support ^yjtjg ■ Wu&d \ \ th&$to 

sp<?ci JicaHy bmd di £Ta^nt-se^uaice ix^uucJeotidi^ to ; c^rt^poMmg .seqwnce-speci 8c : capture 
agents <*n one o^^ 

(b) after said specific blading,, relying htmvi pa1>iiucfeottd& torn n sdecied ^upi^it by 
altering a physical property of that support while leaving ^ tiri^^d $m to physical propMy of 

(c) clutbg the released pol>ii^ tfeou^fe the How path sach that the ciuted 
po^'nucleotideES cm be isolated in sq^tedtonn. 
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6. For purposes of examination claim 10 has been interpreted as encompassing the isolation 
of from one to an infinite number of nucleic acid sequences, and that at a minimum, two 
different capture moieties are to be present and are bound at two different locations on a support 
that can virtually any shape but can act as a flow path for a mixture of nucleic acids capable of 
flowing. 

7. O'Neil et al., disclose a method by which nucleic acids are immobilized to an addressable 
solid support through nucleotide sequence-specific binding and are in turn released from their 
solid support in a specific manner. 

8. O'Neil et al., teach the use of "recovery tags," which, as found at column 15, last 
paragraph, are preferably polynucleotides. 

9. Column 16, bridging to column 17, discloses various forms that the solid support may 
take, including arrays and beads. 

10. The bound nucleic acids may be sequencing ladders, as well as amplification products; 
see column 19. 

11. Column 14 discloses separating sequencing ladders separately from the amplification 
product that is also bound to the solid support. Column 18, last paragraph, discloses separating 
the amplification product from the support while allowing for the ladder to remain attached. 

12. Column 1 5 discloses that selective separation of amplification product or ladder can be 
achieved through various means, including denaturation as well as enzyme cleavage, noting that 
restriction enzymes and nucleases can be used. 

13. The aspect of using a "flow path" (claim 10) is met by the disclosure of using capillary 
channels (column 4, lines 48-49). 



Application/Control Number: 09/908,994 Page 6 

Art Unit: 1634 

14. In view of the disclosures of the prior art of record, it would have been obvious to one of 
ordinary skill in the art at the time the claimed invention was made to have modified the method 
of O'Neil et al, such that one would have been able to have isolated one or more nucleic acids 
from a mixture of same whereby nucleic acids are immobilized to a solid support in an 
addressable manner and are released from said solid support through the altering of a physical 
property (temperature). In view of the detailed disclosure, and wide applicability, the ordinary 
artisan would have been amply motivated and would have had a most reasonable expectation of 
success. 

15. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over O'Neil et al. (US 
Patent 6,124,092) as applied to claims 10-14 and 16-20 above, and further in view of Hellyer et 
al. (US Patent 6,207,818 Bl). 

16. See above for the basis of the rejection as it pertains to the disclosure of O'Neil et al. 

17. O'Neil et al., does not disclose using voltage so to alter a physical property. 

18. Hellyer et al., disclose a method of effecting stringency of hybridization conditions 
whereby one or more nucleic acids are immobilized to a solid support such as an array through 
manipulation of the voltage at specific sites on the support (see columns 3-4). Accordingly, one 
of skill in the art can manipulate hybridization conditions through voltage on parallel with that of 
temperature manipulation. 

19. In view of the disclosures of the prior art of record, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to a have modified the method of 
O'Neil et al., by substituting temperature modulation with voltage modulation as such allows for 
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precise control of stringency at the various positions on an array. In view of the detailed 
guidance provided, the ordinary artisan would have reasonably expected to analyze and 
manipulate one or more samples in a simultaneous manner (see column 4 where "electronic 
multiplexing" is disclosed). Said ordinary artisan would have also been so motivated as "[t]he 
use of electronics in this technology provides increased versatility and flexibility over such 
conventional methods" (column 4, second paragraph). 

20. For the above reasons, and in the absence of convincing evidence to the contrary, the 
claims are rejected as being obvious in view of the prior art of record. 

Response to argument 

21 . At page 3 of the response received 18 March 2005, applicant's representative asserts that 
an objective showing has not been made as to how "the various disparate features of the cited art, 
particularly of the O'Neil et al., reference, should be combined to achieve the particular 
combination of the invention that is presently claimed." Reference is also made to the interview 
summary regarding the interview of 13 May 2004. 

22. As noted in the interview summary, and not objected to in the instant response, O'Neil et 
al, at column 16, lines 31-56, teach that the solid support can take various forms, including 
beads, and that "one or more " capture sequences can be bound to each of the solid supports. 
Column 17 teaches using a plurality of beads in series, and also directed attention to column 21 
as teaching that a plurality of such supports can be separated by "solid support media" which has 
been interpreted as encompassing a gel. O'Neil et al., at column 14, stress the "importance" of 
releasing nucleic acids from the various solid supports such that the different nucleic acids retain 
separation from other isolated sequences. Given the "importance" associated with performing the 
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release in such a manner so as to maintain separation of the different nucleic acids, the aspect of 
modifying one capture surface whole not altering another, so as to release one nucleic acid and 
not that of another is considered to be fairly taught by the prior art. 

23. While O'Neil et al., admittedly teaches additional possible embodiments, such does not 
negate the fact that O'Neil teaches these embodiments of the claimed invention. Contrary to 
applicant's argument, it is not a requirement that each and every disparate embodiment disclosed 
in a patent must some how be contorted to fit the claimed invention. Rather, does the prior art of 
record reasonably suggest that which is now claimed. As presented above, the combined prior 
art of record does teach the claimed invention. 

24. Therefore, and in the absence of convincing evidence to the contrary, claims 10-14 and 
16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 6,124,092 
(O'Neil et al). 

Conclusion 

25. All claims are drawn to the same invention claimed in the application prior to the entry of 
the submission under 37 CFR 1.114 and could have been finally rejected on the grounds and art 
of record in the next Office action if they had been entered in the application prior to entry under 
37 CFR 1.114. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action 
after the filing of a request for continued examination and the submission under 37 CFR LI 14. 
See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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26. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 

1 .136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley L. Sisson whose telephone number is (571) 272-0751. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m., Monday through Thursday. 

28. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

29. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Bradley L. Sisson 
Primary Examiner 
Art Unit 1634 
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5 April 2005 



